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DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1 to
21, all the clains in the application.

The invention in issue is summari zed on page 3 of
appel l ants’ brief as follows:

The invention is an arc tube with a visible-
light-transparent filmwhich is coated on the
cold regions of the arc tube but not on the hot
regions. The filmtransmts visible radiation
and absorbs ultraviolet radiation emtted by the
arc to inpose an additional heat |oad on the
cold regions so that the netal halides will not
condense and so that a high netal halide vapor
pressure can be maintained. The transparent
filmis not coated on the hot regions, since
addi ti onal heat |oad at the hot regi ons would be
detrinental. The transparent filmalso reflects
infrared radiation emtted by the arc tube back
to the arc to increase efficiency and further

i ncrease the tenperature of the cold region due
to decreased thernal emttance. The transparent
filmis preferably a dichroic coating having
alternating | ayers of high and | ow i ndex of
refraction refractory materials.

The appeal ed clains are reproduced in the appendi x of
appel l ants’ bri ef.

The references applied in the final rejection are:

Meul emans et al. (Meul emans) 4,307, 315 Dec.
22, 1981

Par ham et al. (Parham 4,949, 005 Aug. 14,
1990
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Arlt et al. (Arlt) 5,017, 839 May 21,
1991

Bergman et al. (Bergnan) 5, 059, 865 Cct .
22, 1991

The appeal ed clains stand finally rejected under 35
Uus.C
8§ 103 as unpatentabl e over the follow ng conbi nati ons of
ref erences:
(1) dainms 1 to 11, Arlt in view of Meul emans;
(2) dainms 12 to 14, Arlt in view of Meul emans and Par ham
(3) Cainms 15 to 21, Arlt in view of Meul enans and Ber gnan.
Wth respect to rejection (1), the exam ner notes that
Arlt discloses a |ight generating neans in a vitreous |ight-
transmtting envel ope which is coated with a "dichroic coating
9 of titaniumdioxide and silicon dioxide" (col. 3, lines 38
and 39). Since these are the sane materials of which
appel l ants’ coating nay be nade, i.e., titania and silica, and
are clainmed in claim114, the exam ner asserts that the coating
woul d i nherently absorb ultraviolet while transmtting visible
light, as recited in appellants’ clains (answer, page 5). The
exam ner takes the position that the clainmed |ight source

woul d have been obvi ous because "Meul emans teaches only
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coating part of the lanmp for providing heat stability, and
therefore, to provide heat stability in the lanp of Arlt, one
could provide a partial coating"” (id.).

W will not sustain this rejection. 1In the first place,
as appellants point out in their reply brief, Meul emans does
not di sclose a "coating" on the envel ope, as the exam ner
states, but rather the use of doped UV-absorbing glass for the
"cold" regions of the lanp. Also, we are not convinced that
the coating of Arlt would necessarily be UV-absorbent,
especially since Arlt discloses using doped glass to absorb UV
radiation (col. 3, lines 44 to 47).

In any event, we do not consider that it would have been

obvious to one of ordinary skill to nodify Arlt as proposed by
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the examiner. Arlt discloses coating the entire | anp envel ope
with an IR-reflective coating in order to aid in providing a
fast start when switched on, and it is not evident why one of
ordinary skill would reduce this capability by elimnating
part of the coating. Meulemans does not furnish a notivation
for doing so, because Meul emans relates to UV absorption,
rather than to the IR reflection for which Arlt’s coating is
used. If anything, Meulemans m ght teach doping part, rather
than all, of the glass of Arlt’s envelope 2 in order to
provi de sel ective UV absorption. However, since Mul emans
says nothing about IR reflection, it would not suggest
applying Arlt’s IR reflective coating to less than the entire
envel ope. The exam ner’s assertion that this nodification of
Arlt "could" be provided does not nmake the nodification
obvious, since its desirability is not suggested by the prior

art. Inre Fritch, 972 F.2d 1260, 1265, 23 USPQ2d 1780, 1783-

84 (Fed. Cir. 1992).

Rej ections (2) and (3) wll |ikew se not be sustained,
since the Parham and Bergnman references applied therein do not
overcone the deficiencies of the conmbination of Arlt and

Meul emans not ed above.
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Rej ection Under 37 CFR 8§ 1.196(hb)

Pursuant to 37 CFR 8§ 1.196(b), clains 1 to 21 are

rej ected
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under 35 U . S.C. 8 103 as unpatentabl e over Meul emans in view
of Bergman. As noted above, Meul emans di scloses a |ight
source of the type clained in which the cold regions of the
vitreous envel ope are nmade of transparent, UV-absorbing quartz
gl ass, and the hot regions are nade of normal (UV-perneable)
guartz glass. Bergnman discloses the sane type of |ight source
in which the vitreous envel ope 16 may have a coating 42
consisting of alternating |layers of tantalum oxide and silicon
di oxi de or titanium oxide and silicon dioxide (col. 4, lines 2

to 6). This coating reflects infrared energy and al so

"absorbs the ultraviolet energy of the lanp 16" (col. 4, lines
13 to 15). In view of this disclosure, it would have been
obvious to one of ordinary skill in the art to use Bergman’s

WV- absorbi ng coating on the | anp of Meul emans i nstead of the
UV- absorbi ng gl ass portions 2 of Meul emans, this being sinply
the use of one known UV-absorbing nmeans in place of another.
As for claim15 et seq., it would have been obvious to provide
the Meulemans lanp with a reflector in view of Bergman’s
di scl osure thereof.

We recogni ze that both in appellants’ specification (page
3, lines 20 to 27) and in their brief (page 6, lines 1 to 9),

7
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they criticize the Meul emans | anp structure as being

| abori ous, expensive and inpractical. Appellants also argue

in their brief
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(pages 6 to 7) that using a transparent filminstead of

Meul emans’ doped quartz pieces is "not a nere matter of design
choice," but "there are many advantages"” to applying a filmto
portions of an undoped quartz arc tube vs. putting together
such a tube from pi eces of doped and undoped quartz gl ass.
However, the fact that a nodification of the prior art may
produce beneficial results is not conclusive on the question
of obvi ousness, but rather, if such results are expected, they

are evidence of obviousness. Ex parte Novak, 16 USPQ2d 2041,

2043 (BPAI 1989); affd. mem, 899 F.2d 1228, 16 USPQ2d 2043

(Fed. Cir. 1990). Here, we consider that it would have been
expected by one of ordinary skill that it would be |ess

| abori ous and/ or expensive to apply a coating to a known | anp
envel ope than to fabricate a new envel ope out of pieces of two
di fferent kinds of quartz glass. Therefore, the asserted
advant ages resulting from appellants’ invention are not
persuasive that clains 1 to 21 would not have been obvi ous

over Meul emans in view of Bergman.
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Concl usi on

The exam ner’s decision to reject clains 1 to 21 is
reversed. Clains 1 to 21 are rejected pursuant to 37 CFR
§ 1.196(b).

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8 1.196(b) (anended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).

37 CFR
8§ 1.196(b) provides that "[a] new ground of rejection shal
not be considered final for purposes of judicial review"

37 CFR 8 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the following two options with respect to the new
ground of rejection to avoid term nation of proceedings (37
CFR 8§ 1.197(c)) as to the rejected cl ai ns:

(1) Submit an appropriate anendnent of the
clainms so rejected or a showi ng of facts
relating to the clains so rejected, or both, and
have the matter reconsidered by the examner, in
whi ch event the application will be remanded to
t he exam ner.

10
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(2) Request that the application be reheard
under 8 1.197(b) by the Board of Patent Appeals
and Interferences upon the sane recond. .

11
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No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
8§ 1.136 (a).

REVERSED: 37 CFR § 1. 196(b)

| AN A, CALVERT
Adm ni strative Patent Judge

BOARD OF PATENT

HARRI SON E. MCCANDLI SH APPEALS
Seni or Adm ni strative Patent Judge AND
| NTERFERENCES

LAVRENCE J. STAAB
Adm ni strative Patent Judge

N N N N N N N N N N N N N

SLD
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Pear ne, Gordon, MCoy & G anger
1200 Leader Buil di ng
Cl evel and, OH 44114

13

LLP
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APJ CALVERT

APJ STAAB

APJ MCCANDLISH

REVERSED

Prepared: November 9, 1999



